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DETAILED ACTION 

1 . This Office Action is in response to the communication received on 21 December 
2005. 

2. The co-pending applications are 10/091 ,203 and 10/090,893. 

3. Claims 1-48 are presented for examination. 

Response to Arguments 

4. Applicant's arguments with respect to claims 1 , 3, 16 have been considered but 
are moot in view of the new ground(s) of rejection. 

Double Patenting 

5. Claims 1-48 of this application conflict with claims 1-32 of Application No. 
10/091203. 37 CFR 1 .78(b) provides that when two or more applications filed by the 
same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their 
retention during pendency in more than one application. Applicant is required to either 
cancel the conflicting claims from all but one application or maintain a clear line of 
demarcation between the applications. See MPEP § 822. 

6. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in public 
policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims are not identical, but at least 
one examined application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 
1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 
(CCPA 1982); In re Vogel % 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the conflicting application 
or patent either is shown to be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal disclaimer. A terminal 
disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 
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7. Claims 1-48 provisionally rejected on the ground of nonstatutory double patenting 
over claims 1-32 of copending Application No. 10/091 ,203. This is a provisional double 
patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

('203) Claim 1. A system comprising: 

a server configured to store documents in one or more server formats, wherein 
the documents are available to one or more devices via a network , wherein the server is 
configured to generate a small device document in a small device format from a 
document in a server format, wherein, to generate a small device document in a small 
device format from a document in a server format, the server is further configured to 
exclude one or more formats for content of the document in the server format from the 
small device document; and 

wherein the server is further configured to provide the small device document to 
a small device coupled to the server : 

the small device, wherein the small device is configured to: 

modify the small device document to produce a modified version of the small 
device document; and 

provide the modified version of the small device document to the server; 
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wherein the server is further configured to generate a modified version of the 
document in the server format from the modified version of the small device document, 
wherein, to generate a modified version of the document in the server format from the 
modified version of the small device document, the server is further configured to 
restore the one or more formats for content of the document in the server format 
excluded from the small device document . 

('204) Claim 1. A system comprising: 

a server configured to store documents in one or more server formats each 
supported by one or more applications of the server, wherein the documents are 
available to one or more devices via a network . 

a small device is configured to couple to the server ; 

wherein the server is further configured to plug a converter module into 
framework configured to accept one or more pluggable modules; 

wherein the converter module is configured to generate a document in a small 
device format from one of the documents in one of the one or more server formats; and 

wherein the server is further configured to provide the document in the small 
device format to the small device. 

('204) Claim 4. the system as recited in claim 1. wherein the converter module is 
further configured to : 

receive a modified version of the document in the small device format from the 
small device : and 
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to generate a modified version of the document in the server format from the 
modified version of the small device document. 

('204) Claim 5. the system as recited in claim 4, wherein, to generate a modified 
version of the document in the server format from the modified version of the small 
device document, the converter module is further configure to restore the one or more 
formats for content of the document in the server format excluded from the small device 
document. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 

Double Patenting 

8. Claims 1-48 of this application conflict with claims 1-11, 21-26, 28-35, 37-38 of 
Application No. 1 0/090,893. 37 CFR 1 .78(b) provides that when two or more 
applications filed by the same applicant contain conflicting claims, elimination of such 
claims from all but one application may be required in the absence of good and 
sufficient reason for their retention during pendency in more than one application. 
Applicant is required to either cancel the conflicting claims from all but one application 
or maintain a clear line of demarcation between the applications. See MPEP § 822. 

9. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in public 
policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims are not identical, but at least 
one examined application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 
1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 
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(CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the conflicting application 
or patent either is shown to be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal disclaimer. A terminal 
disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

10. Claims 1-48 provisionally rejected on the ground of nonstatutory double patenting 
over claims 1-11, 21-26, 28-35, 37-38 of copending Application No. 10/090,893. This is 
a provisional double patenting rejection since the conflicting claims have not yet been 
patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 
application are claiming common subject matter, as follows: 

('204) Claim 1. A system comprising: 

a server configured to store documents in one or more server formats each 
supported by one or more applications of the server, wherein the documents are 
available to one or more devices via a network . 

a small device is configured to couple to the server : 

wherein the server is further configured to plug a converter module into 
framework configured to accept one or more pluggable modules: 

wherein the converter module is configured to generate a document in a small 
device format from one of the documents in one of the one or more server formats: and 

wherein the server is further configured to provide the document in the small 
device format to the small device. 



Application/Control Number: 10/091 ,204 Page 7 

Art Unit: 2142 

('204) Claim 10. the system as recited in claim 9, wherein the server is further 
configured to generate a synchronized version of the document in the server format 
from the synchronized version of the document in the interim format . 

('893) Claim 1 . A system comprising: 

a server comprising a document in a format supported by the server, wherein the 
document is available to one or more devices via a network . 
a small device is configured to couple to the server ; 

wherein the server is further configured to generate a small device document in a 
format supported bv the small device from the document in the format supported by the 
server: 

wherein the small device is further configured modify the small device document: 

and 

wherein the server is further configured to synchronize the document in the 
format supported bv the server with a modified version of the small device document on 
the small device . 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other 
copending application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 
1968). See also MPEP § 804. 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 1-48 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Mansour et al. 2002/0111995 A1. 

1 3. As to claim 1 , Mansour teaches substantially the invention as claimed, including 
a system comprising: 

a server configured to store documents in one (or more) server format(s) each 
supported by one (or more) application(s) of the server, wherein the documents are 
available to one (or more) device(s) via a network (Internet)] 
a small device (PDA device) configured to couple to the server; 

wherein the server is further configured to plug a converter module into a 
framework configured to accept one or more pluggable modules (Mansour, the client Ul 
and server Ul, [0022]-[0024]; PDA, [0055]): 

wherein the converter module is configured to generate a document in a small 
device format from one of the documents in one of the one (or more) server format(s) 
(Mansour, the client Ul and server Ul, [0022]-[0024]; PDA, [0055])) and 

wherein the server is further configured to provide the document in the small 
device format to the small device (Mansour, suitable configured, [0053]). 
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It was clearly that the Ul server could manipulate the configured process by a 
suitable configured or restored or converted the format in the server format from the 
small device document format. Doing just that provide the flexibility to combine and 
merge the documents between the server-client formats by using any network devices. 

14. As to claim 2, Mansour discloses, wherein the server formats include office 
document formats (Mansour, server versions [0118]). 

1 5. As to claim 3, Mansour discloses, wherein, to generate a document in one of the 
one or more small device formats, the converter module is further configured to exclude 
one or more format features of the document in the server format from the document in 
the small device format (Mansour, the Ul server are configured to process and 
manipulate to perform different Ul form for the client device, [0217]; suitable configured, 
[0053]-[0218]). 

1 6. As to claim 4, Mansour discloses, wherein the converter module is further is 
configured to: receive a modified version of the document in the small device format 
from the small device (Mansour, modified version, server versions [0118])] and 

generate a modified version of the document in the server format from the 
modified version of the document in the small device format (Mansour, [0067]-[01 35], 
[0153]-[0167], [0185]-[0218]). 

1 7. As to claim 5, Mansour discloses, wherein, to generate a modified version of the 
document in the server format from the modified version of the document in the small 
device format, the converter module is further configured to restore one or more format 
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features of the document in the server format excluded from the document in the small 
device format (Mansour, [0067]-[0135], [0153]-[0167], [0185]-[0218]). 

1 8. As to claim 6, Mansour discloses, wherein the server is further configured to plug 
a merger module into the framework (Mansour, [0067]-[0135], [0153]-[0167], [0185]- 
[0218]); and 

wherein the merger module is configured to merge the modified version of the 
document in the server format with the document in the server format to generate a 
synchronized version of the document in the server format (Mansour, [0067]-[0135], 
[0153]-[0167], [0185]-[0218]). 

19. As to claim 7, Mansour discloses, wherein the server is further configured to plug 
a differencing module into the framework, and wherein the differencing module is 
configured to: determine differences between the modified version of the 'document in 
the server format and the document in the server format; and 

provide the determined differences to the merger module, wherein each determined 
difference indicates changed content of the modified version of the document in the 
server format (Mansour, [0067]-[0135], [01 53]-[01 67], [0185]-[0218]). 

20. As to claim 8, Mansour discloses, wherein, for each of the determined 
differences, the merger module is further configured to merge corresponding changed 
content of the modified version of the document in the server format with the document 
in the server format (Mansour, [0067]-[0135], [0153]-[0167], [0185]-[0218]). 

21 . As to claim 9, Mansour discloses, wherein the server is further configured to: 
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receive a modified version of the document in the small device format from the small 
device (Mansour, [0067]-[0135], [0153]-[0167], [01 85]-[021 8]); 

plug a merger module into the framework (Mansour, merge email, [0067]-[01 35], [0153]- 
[0167], [0185]-[0218]); 

plug a differencing module into the framework (Mansour, [0067]-[0135], [0153]-[0167], 
[0185]-[0218])\ 

generate a version of the document in an interim format from the document in the server 
format (Mansour, server versions, [0067]-[0135], [0153]-[0167], [0185]-[0218]); 
wherein the converter module is further configured to generate a modified version of the 
document in the interim format from the modified version of the document in the small 
device format (Mansour, updated version, [0067]-[0135], [0153]-[0167], [01 85]-[021 8])\ 

wherein the differencing module is configured to determine differences between 
the modified version of the document in the interim format and the version of the 
document in the interim format, wherein each determined difference indicates changed 
content of the modified version of the document in the interim format (Mansour, 
difference form, [0067]-[0135], [0153]-[0167], [01 85]-[021 8])\ 

wherein, for each of the determined differences, the merger module is further 
configured to merge corresponding changed content of the modified version of the 
document in the interim format with the version of the document in the interim format to 
generate a synchronized version of the document in the interim format (Mansour, 
converted and emerged, [0067]-[01 35], [01 53]-[01 67], [0185]-[0218]). 
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22. As to claim 1 0, Mansour discloses, wherein the server is further configured to 
generate a synchronized version of the document in the server format from the 
synchronized version of the document in the interim format (Mansour, updated version, 
[0067]-[0135], [0153]-[0167], [0185]-[0218]). 

23. As to claim 1 1 , Mansour discloses, wherein the server is further configured to: 
unplug the converter module from the framework; plug a different converter module into 
the framework (Mansour, updated version, [0067]-[0135], [0153]-[0167], [0185]-[0218]). 

24. As to claim 1 2, Mansour discloses, wherein the different converter module is 
configured to: generate documents in a different one of the one or more small device 
formats from documents in a different one of the one or more server formats; and 
generate modified versions of documents in the different server format from modified 
versions of documents in the different small device format (Mansour, converted, [0067]- 
[0135], [0153]-[0167], [0185]-[0218]). 

25. As to claim 13, Mansour discloses, wherein the server is further configured to 
plug a merger module into the framework, wherein the merger module is configured to 
merge modified versions of documents in the server format with corresponding original 
versions of the documents in the server format to generate synchronized versions of the 
documents in the server format (Mansour, merged, [0067]-[0135], [0153]-[0167], [0185]- 
[0218]). 

26. As to claim 14, Mansour discloses, wherein the server is further configured to 
plug a differencing module into the framework, wherein the differencing module is 
configured to determine differences between modified versions of documents in the 
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server format and corresponding original versions of the documents in the server format 
(Mansour, updated version, [0067]-[0135], [0153]-[0167], [0185]-[0218]). 

27. As to claim 1 5, Mansour discloses, wherein the server comprises a converter 
factory configured to generate the converter module, the merger module and the 
differencing module for plugging into the framework (Mansour, converted, merged, 
updated version, [0067]-[0135], [0153]-[0167], [0185]-[0218]). 

28. Claim 16 is corresponding apparatus claim of claim 1 ; therefore, it is rejected 
under the same rationale as in claim 1. 

29. Claims 1 7-24 are similar limitations of claims 3-1 0; therefore, they are rejected 
under the same rationale as in claims 3-10. 

30. Claim 25 is similar limitations of claims 11,12; therefore, it is rejected under the 
same rationale as in claims 11,12. 

31 . Claims 26-28 are similar limitations of claims 1 3-1 5; therefore, they are rejected 
under the same rationale as in claims 13-15. 

32. Claim 29 is corresponding method claim of claims 1 , 3; therefore, it is rejected 
under the same rationale as in claims 1 , 3. 

33. Claim 30 is similar limitations of claims 4, 5; therefore, it is rejected under the 
same rationale as in claims 4, 5. 

34. Claims 31 -32 are similar limitations of claims 6-7; therefore, they are rejected 
under the same rationale as in claims 6-7. 

35. Claims 33-34 are similar limitations of claims 9-1 0; therefore, they are rejected 
under the same rationale as in claims 9-10. 
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36. Claim 35 is similar limitations of claims 9, 7; therefore, it is rejected under the 
same rationale as in claims 9, 7. 

37. Claim 36 is similar limitation of claim 10; therefore, it is rejected under the same 
rationale as in claim 10. 

38. Claims 37-38 are similar limitations of claims 1 2-1 3; therefore, they are rejected 
under the same rationale as in claims 12-13. 

39. Claim 39 is similar limitations of claims 11,12; therefore, it is rejected under the 
same rationale as in claims 11,12. 

40. Claim 40 is similar limitations of claim 9; therefore, it is rejected under the same 
rationale as in claim 9. 

41 . Claim 41 is similar limitations of claim 13; therefore, it is rejected under the same 
rationale as in claim 13. 

42. Claim 42 is corresponding article of manufacture claim of claims 1 , 3; therefore, it 
is rejected under the same rationale as in claims 1, 3. 

43. Claim 43 is similar limitations of claims 4, 5; therefore, it is rejected under the 
same rationale as in claims 4, 5. 

44. Claim 44 is similar limitations of claim 7; therefore, it is rejected under the same 
rationale as in claim 7. 

45. Claim 45 is similar limitations of claims 9, 10; therefore, it is rejected under the 
same rationale as in claim 9, 10. 

46. Claim 46 is similar limitations of claims 12, 1 1 ; therefore, it is rejected under the 
same rationale as in claims 10, 1 1 . 
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47. Claims 47, 48 are similar limitations of claims 12, 13; therefore, they are rejected 
under the same rationale as in claims 12, 13. 

48. Further references of interest are cited on Form PTO-892, which is an 
attachment to this action. 

Conclusion 

49. Applicant's submission of an information disclosure statement under 37 CFR 

1 .97(c) with the fee set forth in 37 CFR 1 . 1 7(p) on 23 January 2006 prompted the new 
ground(s) of rejection presented in this Office action. Accordingly, THIS ACTION IS 
MADE FINAL. See MPEP § 609.04(b). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai V. Nguyen whose telephone number is 571-272- 
3901. The examiner can normally be reached on 6:00-3:30 Mon-Fri. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Caldwell can be reached on 571-272-3868. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Hai V. Nguyen 
Examiner 
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